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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 9/16/05 
has been entered. 

Response to Amendment 

2. Applicant's amendment was received on 9/16/05, and has been entered and 
made of record. Currently, claims 1-3 and 6-9 are pending. 

Claim Objections 

3. Claim 6 is objected to because of the following informalities: 
Line 5, "the mailpiece" should be a mailpiece --; 

Line 6, insert - the -- between "head" and "first marking"; and 
Line 6, "a mailpiece" should be the mailpiece --; 
Appropriate correction is required. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 3, 6 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Noy et al. U.S. Patent No. 5,730,533 (hereinafter Noy) in view of Ohno U.S. Patent 
No. 5,933,676. 

4. With respect to claim 1 , Noy discloses a system for printing markings along a top 
and a bottom of a paper (fig. 2) comprising: 

a print head in a fixed position, where the print head receives print instructions 
and prints both a first and a second set of the markings on the paper (col. 5, lines 1-6); 

a memory containing data representative the first and second markings, the first 
markings associated with a first orientation, the second markings associated with a 
second orientation (col. 4, lines 5-15); 

a print module, coupled to the memory and to the print head, for reading the data 
representative of the first set of markings from the memory, and converting the data to 
print instructions that instruct the print head to print the first set of markings onto the 
paper having the first orientation (col. 4, lines 5-15); 

an inverted print module, coupled to the memory and to the print head, for 
reading the data representative of the second set of markings from the memory, and 
converting the data to print instructions that instruct the print head to invert the second 
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set of markings on the print head during printing onto the paper disposed in a second 
orientation which is inverted about 180 degrees with respect to the first orientation of the 
paper (col. 5, lines 1-6 & lines 27-29); and 

a control module, coupled to the print module and the inverted print module, for 
sending marking requests to either the print module or the inverted print module, the 
marking requests indicating which data representative of the first or second sets of 
markings that are to be read from the memory, by the print module or the inverted print 
module, based on whether the paper is in the first or second orientation (col. 4, lines 16- 
29). 

Noy, however, does not disclose explicitly that the printing system can be used in 
printing on a mailpiece (col. 3, lines 51-58). 

Ohno, the same field of endeavor of the double-sided printing art, discloses a 
printing system for printing print data on a mailpiece (col. 6, line 51 - col. 7, line 15). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to use the printing system of Noy in printing print data on a mailpiece. 

The suggestion/motivation for doing so would have been to prevent the printing 
system from printing the print data on the mailpiece in an undesired orientation. 

Therefore, it would have been obvious to combine Noy with Ohno to obtain the 
invention as specified in claim 1. 

5. With respect to claim 3, Noy discloses the system wherein the first and second 
sets of markings are characters, numbers, symbols, graphics, meter indicia, barcodes, 
POSTNET barcodes, advertisements, and/or advertisement slogans (fig. 2). 
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6. With respect to claim 6, Noy teaches a method for printing along tops and 
bottoms of mixed papers comprising: 

associating first markings with a first paper orientation (col. 4, lines 31-39); 

associating second markings with a second paper orientation (col. 4, lines 46- 

52); 

transporting a paper in the first orientation (col. 4, lines 16-29); 

printing, with a fixed print head, the first markings on a first set of the paper, the 
paper being transported in the first orientation (col. 4, lines 16-29); 

reorienting the paper to the second orientation which is about 180 degrees from 
the first orientation (col. 4, lines 16-29); 

transporting the paper in the second orientation (col. 4, lines 16-29); and 

printing on a second side of the mailpiece, with the fixed print head, the second 
markings that are rotated on the print head about 180 degrees from the first orientation 
of the paper (col. 5, lines 27-29). 

Noy, however, does not disclose explicitly that the printing system can be used in 
printing on a mailpiece (col. 3, lines 51-58). 

Ohno, the same field of endeavor of the double-sided printing art, discloses a 
printing system for printing print data on a mailpiece (col. 6, line 51 - col. 7, line 15). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to use the printing system of Noy in printing print data on a mailpiece. 

The suggestion/motivation for doing so would have been to prevent the printing 
system from printing the print data on the mailpiece in an undesired orientation. 
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Therefore, it would have been obvious to combine Noy with Ohno to obtain the 
invention as specified in claim 6. 

7. With respect to claim 9, Noy teaches the method wherein the markings are 
characters, numbers, symbols, graphics, meter indicia, barcodes, POSTNET barcodes, 
advertisements, and/or advertisement slogans (fig. 2). 

Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Noy and Ohno as applied to claim 1 above, and further in view of 
Oshima et al. U.S. Patent No. 5,932,139 (hereinafter Oshima). 

8. With respect to claim 2, the combination discloses the system of claim 1 , further 
comprising a scanning for capturing image data from the paper (reading of barcode in 
Noy) but it does not discloses expressly a scanner for capturing image data from the 
mailpiece and an optical character recognition, coupled to the scanner and to the 
control module, for converting the image data to computer data, where the control 
module queries a second memory for instructions as to what first set markings and/or 
second set of markings are related to the image data. 

Oshima, the same field of endeavor of the printing, discloses a system 
comprising: 

a scanner for capturing image data from the mailpiece; and 
an optical character recognition, coupled to the scanner and to a control module, 
for converting the image data to computer data, where the control module queries a 
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memory for instructions as to what barcode information (marking) are related to the 
image data (col. 51, line 65 - col. 52, line 4). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to implement the OCR of Oshima into the envelope printing system of Noy and 
Ohno. 

The suggestion/motivation for doing so would have been to provide a printer that 
can print the postal barcode information in inverted orientation based on the address 
recognized by the OCR. 

Therefore, it would have been obvious to combine the three references to obtain 
the invention as specified in claim 2. 

Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
the combination of Noy and Ohno as applied to claim 6 above, and further in view of 
Oshima. 

9. With respect to claim 7, the combination teaches the method of claim 6, but it 
does not teach expressly a method of determining address information from the 
mailpiece and a method of determining the one or more first markings based upon the 
address information. 

Oshima, the same field of endeavor of the printing, teaches the method of 
determining address information (zip) from a mailpiece and determining one or more 
first markings (barcode information) based upon the address information (col. 51, line 
65 - col. 52, line 4). 
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At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to implement the OCR of Oshima into the envelope printing system of Noy and 
Ohno. 

The suggestion/motivation for doing so would have been to provide a printer that 
can print the barcode information in inverted orientation based on the address 
recognized by the OCR. 

Therefore, it would have been obvious to combine the three references to obtain 
the invention as specified in claim 7. 

10. With respect to claim 8, the combination teaches the method of claim 6, but it 
does not teach expressly a method of determining address information from the 
mailpiece and a method of determining the one or more second markings based upon 
the address information. 

Oshima, the same field of endeavor of the printing, teaches the method of 
determining address information (zip) from a mailpiece and determining one or more 
second markings (barcode information) based upon the address information (col. 51, 
line 65 - col. 52, line 4). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to implement the OCR of Oshima into the envelope printing system of Noy and 
Ohno. 

The suggestion/motivation for doing so would have been to provide a printer that 
can print the barcode information in inverted orientation based on the address 
recognized by the OCR. 
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Therefore, it would have been obvious to combine the three references to obtain 
the invention as specified in claim 8. 



1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHAN S. PARK whose telephone number is (571) 272- 
7409. The examiner can normally be reached on M-F 8am-4:30pm, 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on (571 ) 272-7402. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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